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REMARKS 

A. CLAIMS 3, 1 8-19. 21 -22, 25-26, AND 28 ARE NON OBVIOUS UNDER 35 U.S.C. 
§ ; OVER REUSMANN ET \ U.S. 6.4037010 IN VIEW OE RAW A KAMI 
; " A 
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f.heP < s fained the reject o dependen iaii $ claims 

dependent thereon. It Is the PTO's position that it would have been obvious to Include 
the paper coating composition of the '994 application in the system of the 701 patent. 
Motivation for such a combination is said to be d.sc c > 

•XnsiKn t ' • 2 • n. cuon. i c '...to make a coated paper which has good water 
resistance (due to the resin {>')) whilst being receptive to rotary offset punting ink; See 
Office Action of November 5, 2003. 

. x ^ v appf? dates the detailed basis of rejection but must respectfully 
disagree, 

> sral s > n 3 facie « use of obviousness ^n^cco^ ^ ^ 1 s n 
First, there must be some suggestion or motivation, either In the references themselves 
% available to one of ordinary skill in the art, to modify the 
o vo N s s ovrence teachings. Second, there must be a reasonable 

r na \ the prior art reference (or references when combined) 
must teach or suggest all the claim limitations.. MPEP 2143. 

1 Os not met with the instant combination of references, 
< . °- N ^ v , on for its description of a n m 1 syste m, * Onciud >s N - 

r\ v its >e colors and (B) a pigment-free aqueous component. See 701, 

-non- s • s - -c m -t , - s oitasns less than 5% by wt of water, ; ■ ■ c . ig and/or 

binder and if desired auxiliaries and additives. See 701, column 3, line 3 to column 5. 
line 47 Component (B) comprises aqueous dispersion of polyurethane resin See 
70?, column 5, line 48 to column 11, line 82. 
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5 ractit Docket N \ \\ v ^ . N M ; 

li is the PTG's position that components A and B of Reusmann read respectively 
on base color (A1) and mixing varnish (B) of Applicant's instant claims 1,2, and 3, 
e PTC 5 701 pah 

- it ">n of Applicant's components s A ? \ • md i 8 ; with a 
° v i s s intend water. 

> ^ N v.^. s k ? to eaitv <r 

Ifs Abstract, the '994 application describes paper cc ing compo * t 
particular thermosetting resin, conventional pigment hinder and water. 

As noted previously, it is the PTO's position t^at v i I * 
include n\ n n , <m of the '994 a 

i n Sv s x rt> nation is said to ho a s ~ ^ s n h( 
or * o m . ^ application, i.e., '...to make a coated pa x a; I las good 

water resistance (due to the resin (Y» whilst being receptive to rotary offset printing Ink.' 

Applicant greatly appreciates the detailed basis of rejection but must respectfully 
disagree. 

> x « o ^pendent claim 3 requires the combination of an 
i >as, color (A1) an aqueous base color (A2} : and an aqueous 
, tarnish { B) 

However, the cited combination falls to provide aw s^ggcsia^ -* , 
do what Applicant has done and obtain the claimed process requiring three separate 
and distinct modules. 

snc nc bvious over Re^snw et s . 3,?( 
ev o <awakam etaLEP0819 f x a us 
fails f:o provide any motivation to do t vpr. cant as ^c~o. 

\pi ca l NN s spectfuily dis jree with the PTC s aa ( to ^.d 

x s x x x x. n < , - + , x ^ -v - ,~ , 

to provide any suggestion to do what Applicant has done. 

n \ a ,v> nation in the '994 application to combine its 

the 701 patent. 

Rather, the teachings of the '994 application indicate that trie disclosed paper 
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coalings containing filler pigments are complete and do not require mixture with any 
other components. 

ne '994 apph ♦ 
i ? i sclosed paper coating compositions should be from 30 to 
mlg N rabiy from 50 to 80 weight % and that such complete pa? coa j 

compos adequate v ■ or resistance is - v ) 

3-7 and pages 10-35, especially Examples 3-16. It is noted that Part (1 ) of Examples 
13-1 8 Indicates that the prepared test coatings are comp et€ or co x ,< 
were adjusted to provide a final solids concentration of 55 wt%. 

n \r\ , ■ >^ => . v submits that the port st 
- N ^ N \ v - s > o- away from Appi c 

cannot provide motivation to do what Applicant has done. 

A N ' e vo that :< aos one of ordinary skill in the art away from the claimed 
N ? iv, ^atentably obvious. Dow Ch&m. Co. v. American 
Cyenemid Co, 2 U.S.P.Q.2d 1350 (Fed. Cir. 1987). 

For example the Federal Circuit has clearly stated that "each prior art reference 
'\ ' N i ' i<A <r a nl of *he prior art must he evaluated as a 

wholes In re Fritch, 23 U.S.P.G.2d 1780, 1782 (Fed. Cir, 1992). And particularly on 
point, die CO PA had earlier sard "[tjhe test for obviousness is not whether the features 
)f a secc nay be bodily Incorporated Into N - m, > he primary 

ckoe s - v s i c i.^vd invention must ; c< „m4*.. anyone 

< ^ the lest is what the combined teachings of the 
e suggest? 5 those of ordinary skill in the art." In re Ke/fer; 108 
U.S.P.C1 871, 8S1 (C..CPA 1981). 

v \ > N eie entire 994 ceo m;o n , a- * 

3 6 i 5 lisdosed paper coatings were no. - m< " \ , -m 

any other coating components. Thai Is, the disclosed coatings are taught to provide 

c-c t < ah See 

'994, last paragraph of Abstract This interpretation of the '994 application is supported 
by the working examples of the '994 application which clearly establish that desirable 
water resistance of paper substrates is obtained solely with the use of the disclosed 
o ^ , sai m ^ os ;e 
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Moreover, ii is respectfully submitted that the '994 application's teachings with 
esps ipro vate eslstance are confined to the advantages resulting from the 
use of the particularly disclosed thermosetting resin. This thermosetting resin results 
from the reaction of (a), (b), and a resin (Y) obtained by \ v ~ 

Noth \ s i - i ?c > m | )vides a reas >n to ooint olven 
m& > ^ nxsngvamN 

base color (A2). The PTO Is encouraged to provide a cita; Wv . * m t , 

li su a; t si ted iha\ the motivation suggested b\ t e PI v x s * 
*> AM N s k ^ight teachings of Applica * ^ „ 

that mod<t x e or an to meet the claimed inventions would have "well within 

f&eoram x , - k *"e \rr,< the claimed invention was made 

references tench that all aspects of the claimed invention *<e e r 

C' f ma facie case of obviousness withoul some 
€ . N N N n the teachings of the references ^ .no, 

U.S.P.Q.Sd 1300 (Bd Pat. App. & Inter. 1993); MPEP 2143.01 

v N k pi nation suggests that the disclosed p pes ( o< tin; ■ 

N mo oil in < ^ 1 . combined with the solvent based composition (A2) and 
aqueov ^ n > - m me 701 reference. Rathe? b n c- * 
'994 application indicate that the disclosed compositions are intended to be wholly 
complete coatings in and of themselves. Nothing except Applicant's teachings suggest 

they si o with components such as Applic 3nt s (A 1 

no x p \ "es can be combined does not render the resultant combination 

obvious unless the prior art suggests the desirability of the combination, in re Ftitch, 
23 U.S.P.Q.2d 1 780 (Fed. Cir. 1992), emphasis added. 

x swer O: April 2~* \ * » 

motivation because 
"...|tjhe prima facie case of obviousness is that the addition water 
containing binder with color pigment is *?\rvmen % \ - 

, N - i ms m invention to nn tv ^ N d, ^ 

the desired solid content in the coating composition." 
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However, Applicants must respectfully ask whloi o ons f either o - * 
>rbr art refere - 6 <pectation : ? 

* v * teaches that pigment should NOT be placed in a water 
based or aqueous binder composition but rather should be kept separate- - an organic 
sol\ that N sition? indeed, the overall <roou< + 

water and water dispersible binder should be kept separate from the pigment containing 
components. If the proposed modification or combination of the prior art would change 
the principle of operation of the prior art invention being modified, then the teachings of 
N « N > ot sufficient to ender the claims prima facie obvious, in re Rati;.. 

123 U.S.P.Q. 349 (C-CPA 1959); MPEP 2143.01. 

Applicants and the Undersigned fail to understand how toe 1 „ - , \o 
Reusmann can be Ignored. 

Moreover, the PTO has failed to explain how Kawakami's aiita , 
finished water based coating could or would be expected to 'control the color effect' and 
i combination with Applicants' modules (I) and (III). That Is, one 
of skill in the art would only expect that a high solids paste could provide such effects, 
rather than the 55% solids aqueous coating of Kawakami. Indeed, one of ordinary skill 

r ->ot attempts to control < ok r and so * with he a \ i 
of Kawakam; would result n an unbalance of on© or both c* thes« N 

\ s o v os are currently preparing an A« m . ,m 

x ^ % hoi s contrary to the c ^ o< am 

1 the art. 

v sp as must continue to submit thai m<: , v^o" N s o- 
to provide a prima facie case of obviousness as to the process of independent claim 3. 
) lation falls to provide i 
s N JontclaimS. 

Reconsideration end removal of the rejection is dies r e*>o«-\ > ested wit 
^5 n > - ^ c me N hvo N ^ net or 

to disclose the motivation necessary for a prima facie case of obviousness under 35 
U.3.C. §1 03(a), 
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Reconsideration and removal of the rejection as to dependent claims 18-19, 21-22, 25- 
26, and 28 Is also requested, in as much , - «■ , - o e * v ^, \ ^ - - , ~ v 
Incorporate the limitations of Independent claims 3. Claim 3 is believed to nonobvlous 
In view of the foregoing arguments set forth In Secto" A1 abov« u - 
by reference. 
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CONCLUSION 



^ppbea v 2S| ecttuH> submit that the Application and pending claims are 
patentable In view of the foregoing amendments and/or remarks. A Notice of 
Allowance Is respectfully requested. As always tie Lxen , 
* * < J conversation vvou id be helpful. 



Respectfully Submitted, 



/Mary& Golota/ 

Mary E, Golota 
^emsi'-ba x - \ b 
Cantor Coihurn LLP 
(248) 524-2300 
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